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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on July 25, 
2005 has been entered. 

2. Claims 1-3, 9-1 1 and 17-19 are amended. Claims 20-22 are newly added. Claims 
4-8 and 12-16 are canceled. The pending claims are 1-3, 9-11 and 17-22. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 1-3, 7-1 1 and 17-22 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 
As set forth in MPEP 2106 (II) (A): 
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A. Identify and Understand Any Practical Application Asserted for the 
Invention 

The claimed invention as a whole must accomplish a practical 
application . That is, it must produce a "useful, concrete and tangible 
result." State Street, 149 F . 3d at 1373, 47 USPQ2d at 1601-02. The purpose of 
this requirement is to limit patent protection to inventions that possess a 
certain level of "real world" value, as opposed to subject matter that 
represents nothing more than ' an idea or concept, or is simply a starting 
point for future investigation or research (Brenner v.' Manson, 383 U.S. 519, 
528-36, 148 USPQ 689, 693-96); In re Ziegler, 992, P. 2d 1197, 1200-03, 26 
USPQ2d 1600 ,1603-06 (Fed. Cir. 1993)). Accordingly, a complete disclosure 
should contain some indication of the practical application for the claimed 
invention, i.e., why the applicant believes the claimed invention is useful. 

Apart from the utility requirement of 35 U.S.C. 101, usefulness under 
the patent eligibility standard requires significant functionality to be 
present to • satis fy the useful result aspect of the practical application 
requirement .■ See Arrhythmia, 958 F . 2d at 1057, 22 USPQ2d at 1036. Merely 
claiming nonfunctional descriptive material stored in a computer-readable 
medium does no't make the invention eligible for patenting . For example , a 
claim directed to a word processing file stored on a disk may satisfy the 
utility requirement of 35 U.S.C. 101 since the information stored may have 
some "real world" value. However, the mere fact that the claim may satisfy 
the utility requirement of 35 U.S.C. 101 does not mean that a useful result 
is achieved under the practical application requirement . The claimed 
invention as a whole must produce a "useful, concrete and tangible" result to 
have a practical application . 
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Regarding claims 1-3, the preamble of "A method for determining whether to 
recommend a program, said method comprising", can be implemented without 
computer or machine. Because the limitation of claims 1-3, "receiving", retrieving", 
"converting", "identifying" and "determining", can be implemented by a human with a 
pencil, and a piece of paper for searching an electronic document. Thus, the languages 
of claims 1-3 raise a question as to whether the claimed method is directed merely to an 
abstract idea that is not tied to a producing a concrete, useful, and tangible result to 
from the basis of statutory subject matter under 35 U.S. C. § 101. Therefore, the 
claimed invention is non-statutory subject matter. The claims should be amended to 
indicate that the subject matter is implemented by a computer, i.e., a computer 
implemented method. 

As set forth in MPEP 2106 (II) (A): 
Products may be either machines, manufactures, or compositions of 

matter. 

A machine is " a concrete thing, consisting of parts or of certain 
devices and combinations of devices." Burr v. Duryee, 68 U.S. (1 Wall.) 531, 
570 (1863) . 



If a claim defines a useful machine or manufacture by identifying the 
physical structure of the machine or manufacture in term of its hardware or 
hardware and software combination, it defines a statutory product. See, e.g., 
Lowry, 32 F.3d at 1583, 32 USPQ2d at 1034-35; Waremerdam, 33 F.3d at 1361-62, 
31 USPQ2d at 1760. 
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Regarding claims 9-11 and 17-19, a computer system and a computer program 
product, include no physical structure of the machine in terms of its hardware or 
hardware and software combination. Because the limitation of claims 9-1 1 and 17-19, 
"module " and "computer readable code" are computer system and computer program 
product that are not embedded any a computer-readable medium and run by any a 
computer or machine. Therefore, the claims are not a statutory system and should be 
rejected under 35 U.S. C. § 101 as not being tangible. 



Claim Rejections - 35 USC § 102 



4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 



5. Claims 1-3, 7-11 and 17-22 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Uehara et al (U.S. Pub No. 2002/0056095, hereinafter, "Uehara"). 



With respect to claim 1 , Uehara discloses, receiving a first program record 
representing a first program (page 4, section [0058], video content are recorded in video 
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contents storing part 43, fig. 4), wherein the first program record includes at least one 
key field (keywords, fig. 3, page 4, sections [0058-0060], 700, fig. 7, page 7, section 
[0091]); retrieving a plurality of program records from a database, wherein at least one 
of the program records includes at least one key field, see (111-112, fig. 11, page 9, 
sections [01 12-01 1 3], program records are stored with key fields (keywords) and 
extracted to compare with the others); converting each key field of the first program 
record into a feature value, see (fig. 6A, page 5, section [0070], 45, feature value 
extracting part, fig. 4, page 5, sections [0067-0069], page 6 sections [0083]); identifying 
a second program record of the plurality of program records that qualifies as a nearest 
neighbor of the first program record using the feature value, see (classification, 802- 
804, fig. 8, page 7, sections [0092-0099]), the key fields of the plurality of program 
records and a distance measurement method (one of classification methods, fig. 8, 
page 7, sections [0092-0099]); and determining, based on the identified second 
program record, whether to recommend the first program, see (sections [0092-0099], 
classification of program records provides recommendation of program records). 

With respect to claim 2, Uehara discloses, receiving a first program record 
representing a first program (page 4, section [0058], video content are recorded in video 
contents storing part 43, fig. 4), wherein the first program record includes at least one 
key field (keywords, fig. 3, page 4, sections [0058-0060], 700, fig. 7, page 7, section 
[0091]); retrieving a plurality of program records from a database, wherein at least one 
of the program records includes at least one key field, see (111-112, fig. 11,page 9, 
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sections [01 12-01 13], program records are stored with key fields (keywords) and 
extracted to compare with the others); converting each key field of the first program 
record into a feature value, see (fig. 6A, page 5, section [0070], 45, feature value 
extracting part, fig. 4, page 5, sections [0067-0069], page 6 sections [0083]); identifying 
N number of program record of the plurality of program records that qualifies as a 
nearest neighbor of the first program record using the feature value, see (classification, 
802-804, fig. 8, page 7, sections [0092-0099]), the key fields of the plurality of program 
records and a distance measurement method (one of classification methods, fig. 8, 
page 7, sections [0092-0099]); and determining, based on the identified second 
program record, whether to recommend the first program, see (sections [0092-0099], 
classification of program records provides N number of recommendation of program 
records). 

With respect to claim 3, Uehara discloses, receiving a first program record 
representing a first program (page 4, section [0058], video content are recorded in video 
contents storing part 43, fig. 4), wherein the first program record includes at least one 
key field (keywords, fig. 3, page 4, sections [0058-0060], 700, fig. 7, page 7, section 
[0091]); retrieving a plurality of program records from a database, wherein at least one 
of the program records includes at least one key field, see (111-112, fig. 1 1 ,page 9, 
sections [01 12-01 1 3], program records are stored with key fields (keywords) and 
extracted to compare with the others); converting each key field of the first program 
record into a feature value, see (fig. 6A, page 5, section [0070], 45, feature value 
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extracting part, fig. 4, page 5, sections [0067-0069], page 6 sections [0083]); identifying 
a cluster of program record of the plurality of program records that qualifies as a 
nearest neighbor of the first program record using the feature value, see (classification 
is a cluster of program records, 802-804, fig. 8, page 7, sections [0092-0099]), the key 
fields of the plurality of program records and a distance measurement method (one of 
classification methods, fig. 8, page 7, sections [0092-0099]); and determining, based on 
the identified second program record, whether to recommend the first program, see 
(page 7, sections [0092-0099], classification of program records provides N number of 
recommendation of program records). 

With respect to claims 9-1 1 , Uehara discloses,database storing a plurality of 
program records (page 4 section [0058], video content are recorded in video contents 
storing part 43, fig. 4), wherein each program record includes at least one key field 
(keywords, fig. 3, page 4, sections [0058-0060], 700, fig. 7, page 7, section [0091]); and 
module operable to determine a first, N number and cluster program records of the 
plurality of program records that qualifies as a nearest neighbor, using a distance 
measurement method (one of classification methods, fig. 8, page 7, sections [0092- 
0099]) of a second program record in response to a reception of the second program 
record by the computer system using the key fields of the program records, see 
(classification is a cluster of program records, 802-804, fig. 8, page 7, sections [0092- 
0099]), the key fields of the plurality of program records and a distance measurement 
method (one of classification methods, fig. 8, page 7, sections [0092-0099]); the 
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module to determine, based on the first program record, whether to recommend a 
program represented by the second program record. 

With respect to claims 17-19, Uehara discloses, receiving a first program record 
representing a first program (page 4 section [0058], video content are recorded in video 
contents storing part 43, fig. 4), wherein the first program record includes at least one 
key field (keywords, fig. 3, page 4, sections [0058-0060]. 700, fig. 7, page 7, section 
[0091]); retrieving a plurality of program records from a database, wherein at least one 
of the program records includes at least one key field, see (111-112, fig. 1 1 ,page 9, 
sections [01 12-01 13], program records are stored with key fields (keywords) and 
extracted to compare with the others); converting each key field of the first program 
record into a feature value, see (fig. 6A, page 5, section [0070], 45, feature value 
extracting part, fig. 4, page 5, sections [0067-0069], page 6 sections [0083]); identifying 
a program record, N number of records and a cluster of program record of the plurality 
of program records that qualifies as a nearest neighbor of the first program record using 
the feature value, see (classification includes a program record, N number of program 
records and a cluster of program records, 802-804, fig. 8, page 7, sections [0092- 
0099]), the key fields of the plurality of program records and a distance measurement 
method (one of classification methods, fig. 8, page 7, sections [0092-0099]); and 
determining, based on the identified second program record, whether to recommend the 
first program, see ( page 7, sections [0092-0099], classification of program records 
provides N number and a cluster of recommendation of program records). 
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With respect to claim 20, Uehara discloses, comparing a number of positive 
counts for the identified second program record to a number of negative counts for the 
identified second program record, see (page 5, sections [0061-0071]). 

With respect to claim 21, Uehara discloses, generating a recommendation of the 
first program if the determination is to recommend, see (page 5, sections [0061-0071]). 

With respect to claim 22, Uehara discloses, recommending the first program if 
the determination is to recommend, see (page 5, sections [0061-0071]). 
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Conclusion 



6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Isaac M. Woo whose telephone number is (571 ) 272- 
4043. The examiner can normally be reached on 8:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John E. Breene can be reached on (571) 272-4107. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

IMW 

October 6, 2005 




